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DETAILED ACTION 
Response to applicants remarks and amendements 
Applicants remarks and amendments have been carefully considered but not deemed 
persuasive vis a vis the claims. Applicants state that the structure of claims 1 and 12 allow for 
the removal of a conventional smoothing inductor. However, as recited in the claims, each 
element claimed was taught by Ishikawa et al. further, to say that claim 2 is not met because 
figure 1 8 includes an inductor is not correct, claim 2 (and likewise claims ) simply state that the 
claimed power supply does not include an inductor. What was claimed included several 
elements and did not include an inductor and each of those elements claimed in the output circuit 
were met by the prior art. The claimed output circuit of claim 1 did not exclude an inductance, 
the claimed circuit of claim 1 simply did not claim an inductance. Therefore, when applicants 
state in claim 2 that the circuit as claimed in claim 1, does not include an inductance, then yes, 
since claim 1 did not recite and inductance and the examiner only relied on what was claimed to 
anticipate applicants claim 1 , the inductor was not used in the anticipation and therefore was not 
part of the anticipated claimed subject matter. It is believed that if applicants want to clearly 
define their invention they would say in, e.g., claim 1, that the output circuit comprises, elements 
1-4 and there is not inductance connected to any of the elements of the output circuit instead of 
simply reciting elements 1-4. in fact the prior art has many more elements in it but the examiner 
relied only on the recited elements to make up the output circuit. In one last attempt to make this 
subtle point clear, applicant claimed ab&c in claim 1, examiner used ab&c of prior art to 
anticipate the limitations of claim 1 . in claim 2, applicants state that ab&c do not include d (the 
inductance), the examiner then restates the obvious, that ab&c of the prior art does not include d. 
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By simply allowing for the removal of an inductor does not positively recite the lack of the 
inductance when it comes to claim 1 . 

As to not disclosing a connection between the switching device and the capacitor, the 
connection is through the inductance. 



For at least the above reasons, this rejection is made final. 



Claim Rejections - 35 U.S. C. § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

2. Claims 1-2, 4-5, 10, and 12-13 are rejected under 35 U.S.C. §102(b) as being fully 

( i 
anticipated by Ishikawa et al. (U.S. Patent 5,619,403). Ishikawa et al show, (in, e.g., the(ir) 

figures 18 and corresponding disclosure) 



1 Note claims will be addressed individually and the material in parentheses are the examiner's annotated 
comments. Further unless needed for clarity reasons, recited limitation(s), will be annotated only upon 
their first occurrence. Annotated claims begin with the phrase "As to claim". Claims that are not 
annotated are seen as having already had the invention(s) addressed previously in an annotated claim. 
Bolded words/phrases indicate rejected material based 1 12 paragraph rejections. Underlined 
words/phrases indicate objected to material. For method claims, note that under MPEP 21 12.02, the 
principles of inherency, if a prior art device, in its normal and usual operation, would necessarily perform 
the method claimed, then the method claimed will be considered to be anticipated by the prior art device. 
When the prior art device is the same as a device described in the specification for carrying out the 
claimed method, it can be assumed the device will inherently perform the claimed process. In re King, 
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As to claim 1 ; 

A switch mode power supply (see, e.g., figure 18) for supplying an output voltage and 
current to a load, comprising: a transformer including a primary winding (Tl) and a 
secondary winding; a primary circuit comprising a switching stage (that is how a 
transformer works, i.e., a switching stage is connected at some point forward of the 
transformer) electrically coupled to the primary winding of the transformer; and a 
secondary circuit connected to the secondary winding of the transformer, wherein the 
secondary circuit comprises a rectifier circuit (Dl) electrically coupled on an input side to 
the secondary winding, the rectifier circuit providing a rectified output voltage to a 
storage capacitor (C2), and an output circuit including a switching device (Tr2) 
electrically connected on one side of the switching device to the rectifier circuit and on 
another side of the switching device to one side of an output capacitor, an output terminal 
and an input of a voltage sensing and control circuit(R3/R4/Ql), and the voltage sensing 
and control circuit providing an output (D/Dr3) that controls switching of the switching 
device such that the output voltage is regulated. 

As to claim 2; 

The power supply of claim 1, wherein the output circuit does not comprise an inductor 
(as described above vis a vis the output circuit, no inductor is described). 



801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986). Therefore the previous rejections based on the apparatus 
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As to claim 4; 

The power supply of claim 3, wherein the voltage sensing and control circuit 
comprises a resistor divider (R3/R4) electrically connected across the output 
capacitor and having a node electrically connected to a comparator (Ql) , and the 
comparator compares a voltage at the node to a reference voltage (R5/R6) and is 
operably connected to the gate of the field effect transistor (through Tr3 and R2) 
such that field effect transistor is switched on and off regulating the output 
voltage. 

As to claim 5 (see rejection of claim 4); 

The power supply of claim 1, wherein the voltage sensing and control circuit 
comprises a resistor divider electrically connected across the output capacitor and 
having a node electrically connected to a comparator, and the comparator 
compares a voltage at the node to a reference voltage and is operably connected to 
the switching device, such that the switching device regulates the output voltage. 

As to claim 10 (see, in part, rejection of claim 11); 

The power supply of claim 1, wherein the transformer comprises a planar 
isolation transformer (i.e., based on the fact the circuitry is placed onto an ic, see, 



will not be repeated. 
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e.g., figure 22 and disclosure thereof, the transformer is a planar isolation 
transformer). 
As to claim 12 (see rejection of claim 1); 

An output circuit for a step-down converter, the step-down converter having an 
output voltage across a first lead and a second lead, the output circuit comprising: 
a switching device electrically connected on one side of the switching device to 
the first lead and on another side of the switching device to one side of a 
capacitor, an output terminal and an input of a voltage sensing and control circuit, 
wherein the voltage sensing and control circuit is operably connected to the 
switching device such that the switching device regulates the output voltage of the 
step-down converter, the voltage sensing and control circuit switching the 
switching device on when the output voltage drops below a reference voltage. 

As to claim 13 (see rejection of claim 2); 
The output circuit of claim 12, wherein an inductor is not coupled in the output circuit. 



Claim Rejections - 35 U.S.C. § 103 

3. The following is a quotation of 35 U.S.C. § 103 which forms the basis for all obviousness 

rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under 
subsection (f) or (g) of section 102 of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention were, at the time the invention 
was made, owned by the same person or subject to an obligation of assignment to the 
same person. 

4. Claims 3, 14, and 16 are rejected under 35 U.S.C. § 103 as being unpatentable over by 
Ishikawa et al. The by Ishikawa et al reference discloses the limitations of the invention as 
claimed as described above. However, by Ishikawa et al do not show the switch as a 
MOSFET/FET and instead shows a bipolar transistor. Official notice is taken that it would have 
been obvious at the time the invention was made to utilize the switch as a MOSFET/FET and 
instead shows a bipolar transistor into the circuit of Ishikawa et al for the reason of providing an 
equivalent switching function. That is, many varieties of bipolar transistors and FETs exist and 
are designed for equivalent and at times different environments. For instance, some bipolar 
transistors are able to withstand a higher reverse breakdown voltage which is generally traded for 
a slower switching speed. These various types of similar transistors (e.g., pnp and npn bipolar 
transistors with wider channels, different amounts of doping, or MOSFETs, IGBTs, etc.) have in 
common the use of providing a desired transresistance function (by current for bipolars). 
Accordingly, it would have been obvious to one of ordinary skill in the art to replace bipolar 
transistors with a MOSFET/FET given the expected working environment in view of their 
closely related theoretical basis (all pass transistors in general) and the resulting expectation of a 
similar result, i.e., providing a current pass function by current for a bipolar (or likewise 
providing a current pass function by voltage for an FET). 

Claim 9 is rejected under 35 U.S.C. § 103 as being unpatentable over by Ishikawa et al. The 
Ishikawa et al reference discloses the limitations of the invention as claimed as described above. 
However, Ishikawa et al does not show a voltage doubler on the secondary. Official notice is 
taken that it would have been obvious at the time the invention was made to utilize a voltage 
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doubler into the circuit of Ishikawa et al for the reason of a design choice wherein, e.g., an output 
of twice the voltage for providing power to a high voltage load would require a voltage doubler, 
and conversely, where a high voltage load is required, and to not use a voltage doubler where a 
load requires half the voltage output level. 

Claim 11 is rejected under 35 U.S.C. § 103 as being unpatentable over by Ishikawa et al. The 
Ishikawa et al reference discloses the limitations of the invention as claimed as described above. 
However, Ishikawa et al does not show providing for the planar primary and the secondary 
windings to be on opposite sides of the printed circuit board. It would have been obvious at the 
time the invention was made to utilize planar primary and the secondary windings on opposite 
sides of the printed circuit board into the circuit of Ishikawa et al for the reason of design choice. 
That is with limited space on a single side of a ic, utilizing the obverse would allow for a 
compact size vis a vis utilizing only a single size of an ic. 
As to claim 1 1 ; 

As to claim 1 1 ; 

The power supply of claim 10, wherein the planar isolation transformer comprises a 
printed circuit board transformer (at column 16 lines 17-25, reffering to FIG. 22, 
Ishikawa et al. show a diagram illustrating the use of a one-chip IC design, so that the 
apparatus can be provided in a small size and can be used for general purposes) 
comprising the primary winding and the secondary winding deposited on opposite sides 
of a printed circuit board. 
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Allowable Subject Matter 



5. Claims 6-8 and 15 are allowed. 

6. As allowable subject matter has been indicated, applicant's response must either comply 
with all formal requirements or specifically traverse each requirement not complied with. See 37 



Any inquiry from other than the applicant/attorney of record concerning this 
communication or earlier communications from the Examiner should be directed to the Patent 
Electronic Business Center (EBC) at 1.866.217.9197. Any inquiry from a member of the press 
concerning this communication or earlier communications from the Examiner or the application 
should be directed to the Office of Public Affairs at 703.305.8341. Any inquiry from the 
applicant or an attorney of record concerning this communication or earlier communications 
from the Examiner should be directed to Examiner Riley whose telephone number is 
571.272.2083. The Examiner can normally be reached Monday through Thursday from 7:30- 
6:00 p.m. Eastern Standard Time. The Examiner's Supervisor is Mike Sherry who can be 
reached at 571 .272.2084. Any inquiry about a case's location, retrieval of a case, or receipt of an 
amendment into a case or information regarding sent correspondence to a case should be 
directed to 2800's Customer Service Center at 571.272.2815. Any papers to be sent by fax 
MUST BE sent to fax number 703.872.9306. Any inquiry of a general nature of this application 
should be directed to the Group receptionist whose telephone number is 571.272.2800. Status 
information of cases may be found at http://pair-direct.uspto.gov wherein unpublished 
application information is found through private PAIR and published application information is 
found through public PAIR. Further help on using the PAIR system is available at 
1.866.217.9197 (Electronic Business Center). 



C.F.R. § 1.1 11(b) and section 707.07(a) of the M.P.E.P. 



Conclusion 



April 05 



ShaMw Riley 
Primary Examiner 




